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DETAILED ACTION 

1 . The following NON FINAL Office Action is in response to Applicant's submission 
received December 12, 2003. Claims 1-23 are pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 12-23 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. "Software" is claimed, which does not fall 
under any statutory class. The Examiner suggests Applicant change the claim from 
software embodied on a computer readable medium to -a computer readable medium 
comprising software that when executed performs the steps of--, or similar language. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2-5, 7, 13-16, and 18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As to claims 2 and 13, it is unclear what the "extracting data associated with..." 
step does. Claim 2 is an attempt to further limit the "extracting" step of claim 1 . The 
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extracted data is first grouped, and then certain data is removed. Then some data 
associated with "production support projects," which is not previously mentioned, is 
extracted. It is not clear if this data is extracted from the original set of data, or from the 
extracted set of data. This is because Applicant uses both "removing" and "extracting," 
language, although they appear to have the same meaning. Is the second "extracting" 
a further removal of data associated with production support projects? Or is this 
another set of data created? Similarly, Applicant uses "grouping" language, but it 
appears that again this is just another "extraction" or "removal" of data from an original 
set. Grouping data does nothing in this context. If Applicant means "grouping," 
"extracting," and "removing" to mean different actions, then this should be made clear in 
the claims, as currently there is no distinction between them. As claimed, each step of 
claim 2 could be describing the exact same action. 

For purposes of examination, the Examiner will construe claims 2 and 13 to 
require that data used by more than one project is selected and removed. 

As to claims 3 and 14, a portion of the data set is randomly selected to be used 
as a validation dataset. Then a subset of this validation subset is selected. The data is 
then "aggregated" to create a validation portfolio. It is unclear what this "aggregating" 
is. The data is already collected together when it was selected. What does 
"aggregating" it do? On its face, aggregating is nothing more than collecting, which has 
already been done. There is no difference between the validation dataset and 
validation portfolio. Both are merely collections of the same data with a different name. 
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For purposes of examination, the Examiner will construe claims 3 and 14 to 
require that a subset of data is used for validation. 

As to claims 4 and 15, it is unclear what the difference is between the validation 
of the model done in claim 3 versus the training of the model done in claim 4. Training 
and validation of statistical models are considered equivocal terms. Therefore, it is 
unclear how claim 4 is any different than claim 3 (and claim 15 to 14). 

As to claims 5 and 16, it is unclear how "applying descriptive statistics" can 
"correlate" the data. Correlation is a descriptive statistic; therefore applying descriptive 
statistics cannot correlate the data. For proposes of examination, the Examiner will 
construe claims 5 and 16 to require that descriptive statistics are applied to the data, 
and the offending "correlate" and further language is merely a colloquial way to put forth 
the intended use. 

As to claims 7 and 18, the sentence's grammar is unclear making it impossible 
to determine what the second set of data comprises. There are two "and"s to the list, 
when 'and' is generally only used for the last item in the list. Further, it is not clear if 
Applicant requires each item the list to be in the data, or if one or more items need be in 
the data. For purposes of examination, the Examiner will construe the second set of 
data to require any of the listed items. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harriet Black Nembhard et al., "A Real Options Design for Product Outsourcing," 
Proceedings of the 2001 Winter Simulations Conference (B.A. Peters et al., eds. 2001) 
(hereinafter Nembhard ), in view of Examiner's Official Notice. 

As to claim 1, Nembhard discloses a computer-implemented method for 
estimating the feasibility of outsourcing information technology services (see Abstract), 
comprising: 

aggregating at least a portion of the extracted data ( see equation 1, noting a 
formula aggregates data); 

creating a statistical model of the historical portfolio based on the first set of data 
( see equation 1 , noting a model of how the part of a final product [portfolio] is made 
based upon historical data); 
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generating a simulated portfolio based at least in part on the statistical model 
( see section 4 - Monte Carlo Simulation, noting that a simulation of the portfolio is 
done); 

generating a cost estimate associated with outsourcing technology services 
based at least in part on the simulated portfolio and a second set of data, at least a 
portion of the second set of data containing empirical data, the empirical data containing 
data and assumptions relating to the historical portfolio ( see Fig. 1 , noting that the 
outsource cost is generated in the simulation, the data in the simulation coming in part 
from assumptions relating to the portfolio by way of the model's variables); and 

determining the feasibility of outsourcing technology services based at least in 
part on the cost estimate ( see Fig. 1 , noting that a comparison is made between the 
outsourcing and production costs). 

Nembhard fails to explicitly disclose extracting, based on one or more selection 
criteria, at least a portion of a first set of empirical data associated with one or more 
software applications in a historical portfolio, the historical portfolio containing software 
applications utilized by a client. Instead, Nembhard takes in a variety of inputs defining 
the historical portfolio based on descriptive statistics. See Fig. 2. 

However, the Examiner takes Official Notice that it is old and well known to 
generate the inputs for a model using empirical data. Therefore, it would have been 
obvious to a person having ordinary skill in the art at the time of invention for a user of 
Nembhard to generate the inputs for the model using at least a portion of a set of 
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empirical data in order to generate inputs that reflect real world experiences with 
predictable results. 

As to claim 2, Nembhard fails to explicitly disclose that data used by more than 
one project is selected and removed. However, the Examiner takes Official Notice that 
it is old and well known to remove undesired data from data sets. It would be apparent 
to one of ordinary skill in the art to remove data that is corresponding to more than one 
client project because that data represents more than one thing, with the predictable 
result of removing data that would have a skewing affect on the data. Therefore, it 
would have been obvious to a person having ordinary skill in the art at the time of 
invention for a user of Nembhard to remove undesired data from the data set, such as 
data used by more than one project, for the purpose of not skewing data. 

As to claims 3 and 4, Nembhard fails to explicitly disclose that a subset of data 
is used for validation/training. However, the Examiner takes Official Notice that it is old 
and well known to validate/train statistical models using a subset of data. It would be 
apparent to one of ordinary skill in the art to verify that the model used was appropriate 
for the data it was intended to work with by testing the model using actual data to 
achieve the predictable result of determining if the model gives realistic results. 
Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time of invention for a user of Nembhard to validate/train the chosen model for the 
purpose of not using a bad model. 
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As to claim 5, Nembhard discloses that analyzing comprises applying 
descriptive statistics to correlate the aggregated data ( see Fig. 2, noting that Nembhard 
starts with the analyzed data in descriptive form). 

As to claim 6, Nembhard discloses retrieving application selective offering 
(ASO) information, the ASO information containing information regarding the services 
provided by a provider relating to the management and maintenance of a software 
applications portfolio, the ASO information and the statistical model being used to 
generate the simulated portfolio ( see Fig. 2, noting that the cost of contracting to the 
outsourcing services provided for the outsource). 

As to claim 7, Nembhard discloses the second set of data comprises data and 
assumptions related to cost rules related to a provider (see Fig. 2, noting that cost 
information related to an outsource provider is given). 

As to claim 8, note that "cost rules" was selected from the list in claim 7, 
rendering claim 8 moot. However, even if "cost savings information" was chosen, it 
would have been obvious to use a "default industry cost savings goal" because the 
Examiner takes Official Notice that it is old and well known that default numbers are 
used in the place of actual numbers. 

As to claim 9, Nembhard discloses generating a provider cost build-up estimate 
associated with the simulated portfolio ( see Fig. 1, noting "outsource cost," "unit 
outsourcing price," and "unit delivery cost," which provide the cost estimate of 
outsourcing). 
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As to claim 10, Nembhard discloses generating a client price estimate 
associated with the simulated portfolio ( see Fig. 1 , noting "outsource cost" which is the 
estimate of a client's outsource price). 

As to claim 11, Nembhard discloses calculating a solution feasibility index 
associated with the cost estimate; and comparing the index to one or more feasibility 
ranges ( see Fig. 1 , noting that an outsource cost is compared to a production cost, both 
serve as indices when compared). 

Claims 12-23 are rejected for similar reasons as claims 1-11. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Ojelanki K. Ngwenyama & Noel Bryson, "Making the information systems 
outsourcing decision," 15 Euro. J. Operational Res. 351 (1999), disclose several models 
for evaluating a decision of whether or not to oursource. 

Sameh M. Saad et al., "Simulation of Distributed Manufacturing Enterprises," 
Proceedings of the 2003 Winter Simulation Conference (S. Chick et al., eds. Dec. 7-10 
2003), disclose methods of using simulation for making decisions such as outsourcing. 

Jerry Banks et al., "Opportunities for simulation in supply chain management," 
Panel Session, Proceeding of the 2002 Winter Simulations Conference (E. Yuecesan et 
al., eds. 2002), disclose the use of simulation to make outsourcing decisions. 
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Thompson (US 2002/0120486) discloses a method for analyzing the efficiency of 
a complex process, including a determination of outsourcing cost/value. 

Parker et al. (US 2004/0225549) disclose a method for analyzing an operation of 
an organization such as an outsourcer. 

Keay et al. (US 2005/0065831 ) disclose simulation of business outsourcing. 

Srinivasan et al. (US 6,895,382) disclose a method for arriving at an optimal 
decision to outsource. 

Maeda (US 2003/0158768) discloses a system supporting formation of business 
strategy including outsourcing. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William V. Saindon whose telephone number is 
(571)270-3026. The examiner can normally be reached on M-F 7:30-5; alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/wvs/ 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



